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Detailed Office Action 



1. 



The communication dated 1/25/2006 has been entered and fully considered. 



2. 



Claims 1-7 are currently pending. 



Claim Rejections - 35 USC §103 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Animated 
Poly-N-Vinylformamide as a Modern Retention Aid of Alkaline Paper Sizing with acid Rosin 
Sizes by Wang et al., hereinafter WANG et al. in view of U.S. Patent # 6,566,470 KANTAMNEI 
et al, hereinafter '470 patent. 

As for claim 1 and 6, WANG discloses a paper making process and paper made by said 
process wherein a partially animated poly-N-vinylformamide is used as a retention aid of a rosin 

size {A method for the production of paper comprising adding a fixing agent comprising a 
polymer in which at least N-vinylformamide is a polymerization component and/or a derivative 
of said polymer to a paper making process to form a paper product [abstract and paragraph 2 pg. 



WANG et al. discloses a rosin size but does not disclose a fluorine based oil-proofing 
agent. Sizing is the process of making paper resistant to liquids. The rosin size disclosed by 
WANG et al. is used to make paper water resistant. The '470 patent discloses fluorine 
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containing paper sizes which impart both oil and grease resistance [abstract, column 1 lines 20- 
40]. At the time of the invention it would have been obvious to a person of ordinary skill in the 
art to substitute the acid rosin size of WANG et al. with the perfluoralkylakanol size taught by 
the '470 patent. It is prima facie obvious to substitute one component of a known method for 
another known component. The function of the perfluoralkylakanol was known to impart oil and 
grease resistance at the time of the invention. Further, the substitution of the size of the '470 
patent for the rosin size of WANG et al. would have provided the predictable results of imparting 
oil resistance to the formed paper. Alternatively, a person of ordinary skill in the art would be 
motivated to use the sizing system of WANG ct al. with the perfluoralkylakanol size of the '407 
patent as the retention system of WANG et al. showed increased sizing capabilities as compared 
to not using poly-N-vinylformamide [Figure 3, pg. 3 and 4] further WANG et al. shows 
increased wet and dry strength due to the use of poly-N-vinylformamide [Figure 8]. 

As for claim 2 and 3, WANG et al. discloses that the polymer is a hydro lysate derivative 
of poly-N-vinylformamide [abstract, paragraph 2 pg.l]. 

As for claim 4, WANG et al. discloses the range of hydrolysis of 6-95% which 
encompasses the instant claimed range [pg. 3 paragraph 2]. WANG et al. further discloses the 
specific embodiments of 80%, 50%, 42%, and 29% formamide which fall within the instant 
claimed ranges [Figure 1]. 

As for claims 5 and 7, the '470 patent discloses that the phosphate diesters of 
perfluoralkylakanol are the most important type of fluorine containing oil resistant compounds 
used in the paper industry [column 1 lines 20-35]. 
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5. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over European 
Patent 02801 15 AOYAMA et al, hereinafter AOYAMA, in view of Animated Poly-N- 
Vinylformamide as a Modern Retention Aid of Alkaline Paper Sizing with acid Rosin Sizes by 
Wang et al, hereinafter WANG et al. 

As for claim 1, 5-7, AOYAMA discloses an anionic composition of salt of a phosphate or 
phosphonate prepared by neutralizing at least one partial ester selected from a group consisting 
of fluoralkyl partial esters of phosphonic acid and adding an anionic surfactant to form an oil 
resistant composition [pg. 3 lines 38-42, 47-50, and 55-56]. AOYAMA further discloses using a 
bonding agent [pg. 3 lines 50-55]. 

AOYAMA does not disclose the use of N-vinylformamide. WANG discloses a paper 
making process and paper made by said process wherein a partially animated poly-N- 
vinylformamide is used as a retention aid of a rosin size {A method for the production of paper 
comprising adding a fixing agent comprising a polymer in which at least N-vinylformamide is a 
polymerization component and/or a derivative of said polymer to a paper making process to 
form a paper product [abstract and paragraph 2 pg. 1]). 

At the time of the invention it would have been obvious to a person of ordinary skill in 
the art to substitute the bonding agent of AOYAMA with the N-vinylformamide of WANG. It is 
prima facie obvious to substitute one component of a known method for another known 
component. The function of the N-vinylformamide was known to increase retention of sizing 
agents. Further, the substitution retention aid of WANG for the binder of AOYAMA would 
have provided the predictable results of increasing retention. Alternatively, a person of ordinary 



Application/Control Number: 10/565,777 Page 5 

Art Unit: 1791 

skill in the art would be motivated to use the sizing system of WANG et al. with the 
perfluoralkylakanol compound of the AOYAMA as WANG showed increased sizing capabilities 
as compared to not using poly-N-vinylformamide [Figure 3, pg. 3 and 4]. Further WANG et al. 
shows increased wet and dry strength due to the use of poly-N-vinylformamide [Figure 8]. 
Finally, WANG is compatible with the goals of AOYAMA of being able to handle hard water. 
WANG shows the paper formed being able to hold additional calcium carbonate [Figure 6]. 
Calcium ions are a known component of water hardness. 

As for claim 2 and 3, WANG et al. discloses that the polymer is a hydro lysate derivative 
of poly-N-vinylformamide [abstract, paragraph 2 pg. 1 ]. 

As for claim 4, WANG et al. discloses the range of hydrolysis of 6-95% which 
encompasses the instant claimed range [pg. 3 paragraph 2]. WANG et al. further discloses the 
specific embodiments of 80%, 50%, 42%, and 29% formamide which fall within the instant 
claimed ranges [Figure 1]. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANTHONY J. CALANDRA whose telephone number is (571) 
270-5124. The examiner can normally be reached on Monday through Thursday, 7:30 AM-5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on (571) 272-1 1 89. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/565,777 Page 6 

Art Unit: 1791 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Steven P. Griffin/ 

Supervisory Patent Examiner, Art Unit 
1791 

AJC 



